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COPYRIGHT

1. Parallel importation under the Copyright Act 1968.

The Committee recommends repeal of
the parale importation provisions of
the Copyright Act 1968, with a 12-
month transitional period for books.

We also recommend that the
Government consider a program aimed
at informing the book industry of the
changes and of the options created by
the new environment.

On 27 June 2000 the Government announced its intention
to amend the Copyright Act to allow pardle importation of
books, periodicals, printed music and software products,
including computer-based games. The Copyright
Amendment (Parallel Importation) Bill 2001 passed the
House of Representatives on 27 June 2001 and is currently
before the Senate.

This follows the success of the 1998 amendments allowing
the parallel importation of sound recordings that have
created lower prices and more choice for consumers.

To date the Government has taken an industry by industry
approach, responding to reports and other clear evidence of
potential benefits to business and consumers. The
Government is not considering removing restrictions on the
parallel importation of remaining categories of copyright
material including film products.

As recommended by the Intellectua Property and
Competition Review Committee (IPCRC), the introduction
of paralel importation for books will be implemented 12
months after the passage of amending legidation to assist
the book industry in the transition to the new business
environment. It should be noted that the book industry,
including the publishing and printing sectors, will benefit
from special Commonwealth adjustment assistance from
indirect tax reforms. The Book Industry Assistance Plan
will provide up to $240 million over 4 years to writers,
publishers, printers and consumers.

2. Copyright term

The Committee is not convinced thereis
merit in proposals to extend the term of
copyright protection, and recommends
that the current term not be extended.

We also recommend that no extension
of the copyright term be introduced in
future without a prior thorough and
independent review of the resulting
costs and benefits.

Accept.

The Government has no plans to extend the genera term
for works (life of the author plus 50 years). Itis
considering extending the existing term of protection for
photographs from 50 years after publication to life of the
author plus 50 years, in line with the WIPO Copyright
Treaty of 1996.

3. Fair dealing and the Digital Agenda

Act.

The Committee believes the Digital
Agenda Act strikes a reasonable balance

Accept.




between the interests of copyright
owners and the interests of users of
copyrighted materia. We stress the
importance to the Australian community
of ensuring that libraries can discharge
their functions as disseminators of
information in an online world. The
Committee does not believe that the
libraries and archives provisions of the
Act will detrimentally affect the
capacity for development of online
markets. However, we recommend a
thorough examination of the effects of
the library and archives provisons on
markets including libraries and archives,
and end-users of copyrighted material,
as part of the Government’s proposed
three-year review of the operation of the
Digital Agenda Act. We also
recommend the operation of the new
right of first digitisation and its effects
on the market place and on consumers
be considered in the three-year review.

The Government welcomes the IPCRC's endorsement of
the balanced approach taken in the Digital Agenda Act.

The terms of reference for the 3 year review will include a
thorough examination of the effects of the libraries and
archives provisions on copyright owners markets and the
ability of libraries to discharge their important community
function as disseminators of information in the online
world.

The amendments in response to the Lega and
Condtitutional Affairs Committee’ s recommendation
regarding first digitisation will also be examined as part of
the 3 year review in terms of their effect on the market
place and consumers.

The Committee is broadly satisfied that
the Government’ s approach to the issues
associated with technological protection
measures preserves areasonable
balance between competing interests.
However, we would be concerned if the
use of technological locks, perhaps
accompanied by greater reliance on
contract, were to displace or in any way
limit the effectiveness of fair dealing
provisions. As aresult, we urge that the
review of the provisions of the Digita
Agenda Act encompass a careful
consideration of the evolving role of
technological measures in the copyright
system.

Accept.

The Government is committed to ensuring that its approach
to the issues associated with technological protection
measures preserves a reasonabl e balance between
competing interests. Thisissue will also be examined as
part of the 3 year review of the Digital Agenda Act.

The Copyright Law Review Committee (CLRC) has been
given areference to report by 30 April 2002 on the use of
agreements, particularly in the on-line environment, to
modify the exceptions to the exclusive rights of copyright
owners. The Government looks forward to receiving the
CLRC's report on thisissue.

4, Copyright protection of computer software

The Committee supports the
introduction of amendments to the
Copyright Act to alow decompilation
for the purposes of interoperability. The
Government should review the
operation of the Computer Programs
Act to ensure that the wording of the
amendments permits all legitimate acts
necessary to allow the creation of
interoperable products.

Accept.

The Government welcomes the IPCRC's support for the
amendments to the Copyright Act to allow decompilation
for the purposes of interoperability. It is agreed that there
should be areview to ensure that the amendments permit
all legitimate acts necessary for the creation of
interoperable products and other |egitimate purposes
specified in the legidation. It is proposed to incorporate
thisin the 3-year review of the operation of the Digital
Agenda Act. Thiswould not preclude an earlier
examination of the provisions should there be any reported




problems with their operation.

We recommend that Australid s position
in negotiations on the issue of

protection of compilations and
databases—as part of WIPO
negotiations and the Agreement on
Trade-Related Aspects of Intellectual
Property Rights 1994 (TRIPS)—be
determined by a cost/benefit analysis to
Australian society.

Accept.

While there are no negotiations on TRIPS in prospect,
Austrdia is participating in negotiations through the WIPO
Standing Committee on Copyright and Related Rights
(SCCRR) covering possible new international protection
for databases. The SCCRR has asked WIPO to
commission a study of the economic impact of any such
new protection. |If the negotiations lead to a draft treaty
text, the Government will also look carefully at the specific
cost/benefit to Australian society.

5. Caching— temporary reproductions

The Committee recognises that, at least
a present, caching appears to be of
considerable significance to the
efficiency of the Internet; and that the
transaction costs to secure licences to
cache could be prohibitive for 1ISPs. As
aresult, Government policy should help
ensure that this efficiency-enhancing
activity is not prohibited.

Accept.

The Government agrees that it is desirable to promote the
efficient operation of the Internet and notes that the objects
section of the Digital Agenda Act includes ensuring that the
relevant standards which form the basis of new
communication and information technologies, such as the
Internet, are not jeopardised.

If there is evidence that the defencein
new ss. 43A and 111A inserted by the
Digital Agenda Act does not sufficiently
cover caching, then our view isthat the
Act should be amended to rectify this.
For example, s. 43A of the Digita
Agenda Act could be modified to
include the phrase: ‘ other works
temporarily made merely as an element
in and so as to enhance the efficiency of
the technical process of making or
receiving a communication’.

Accept.

The Government accepts that it should monitor the object
of the IPCR Committee's concern, and will ensure that the
issue is covered by the 3-year review of the operation of the
Digital Agenda Act.

The Government agrees that the operation of ss. 43A and
111A should be monitored. However these provisions
were not intended to cover certain types of caching (eg.
forward caching) where the activity involves more than
purely technical reproductions. The issue of whether to
expand ss.43A and 111A as suggested by the IPCRC will
be included in the 3 year review of the Digital Agenda Act.

6. Crown owner ship of copyright

The Committee does not believe that the
Crown should benefit from preferentia
treatment under the Copyright Act as
compared with other parties. As aresult,
we recommend that s. 176 of the
Copyright Act be amended to leave the
Crown in the same position as any other
contracting party.

Accept in part.

The Government will consider the best means to achieve
the objective of eliminating unjustified preferential
treatment

The Government accepts it should not benefit from
preferentia treatment that is unjustified, and will first look
at development of best practice policy guidelines for crown
ownership of copyright in Commonwealth agencies that
could be more immediately effective and serve as a model
for other jurisdictions.




7. Broadcast fee price capping (s152)

To achieve competitive neutrality and
remove unnecessary impediments to the
functioning of markets on acommercia
basis, the Committee recommends that
s. 152 (8) of the Copyright Act be
amended to remove the broadcast fee

price cap.

We recommend that no change be made
in relation to the ABC under s. 152(11)
of the Copyright Act.

The Government does not accept that action on the
recommendation to amend s.152(8) of the Copyright Act is
required at this stage. Following detailed examination of
the IPCR Committee recommendation, the ceiling will be
maintained on the basis of ensuring that copyright
legidation continues to be fair and effective in balancing
the interests of copyright owners and copyright usersand in
acknowledging that contractual arrangements arein place.

The ceiling:

- Provides certainty for national, commercia and
community radio broadcasters;

- Limits the requirement for community broadcasters and
the SBS to seek additional funding from Government
to meet significant increases in these payments; and

- Reassuresrura and regional commercia radio
broadcasters that significant increasesin these
payments will not be of magnitude to impinge on their
viability.

The Government accepts the IPCR Committee
determination that the Australian Broadcasting Corporation
is not a participant in the relevant market for commercial
broadcasting activity. Asaresult, no change will be made
to s.152(11) of the Copyright Act.

8. Statutory licensing scheme

The Committee recommends that the
current statutory licensing scheme
remain unchanged at this time.

The report clarifies that while changes to the relevant
provisions are not required, the Committee has concerns
regarding the implementation of collective administration
of rights associated with statutory licences. These concerns
are reflected in recommendations relating to collecting
societies and the Government has responded to these
recommendations directly.

9. Collecting societies

The Committee recommends that the
grounds for ministerial revocation

(s. 135ZZC of the Copyright Act) be
broadened to cover al collecting society
arrangements, both input and output,
including the disclosure of information
to members and the public. Relevant
ministers should issue guidelines to
each collecting society, in the spirit of a
contract between the society and the
community, that specify the
Government’ s expectations regarding
the society’ s conduct, including in terms
of the information required to be
disclosed and the process for disclosure.

Accept in part.

The Government is working with al the collecting societies
as they move to adopt a voluntary code of practicewhich
will addresssome important concerns raised by the

IPCRC’ s recommendation. The Government has outlined
some initial public policy expectations to collecting
societies, which address licensing practices, good
governance and other activities of the societies as guidance
in the development and adoption of the code. In the light
of the code, the Government will also review relevant
provisions of the Act, regulations and guidelines relating to
the requirements for declaration, revocation and
compliance by collecting societies operating under the
statutory licences as raised by the IPCRC.




Assuming a continued role for the
Copyright Tribuna over the output
arrangements of statutory societiesin
respect of compulsory licences, there
should be scope for the Tribuna to play
asimilar role in respect of other
licences. The required mechanism
should be for the ACCC to determine
whether a reference should be made to
the Copyright Tribunal, based either on
the application by a collecting society,
or from an actual or potential licensee,
taking account of:

. any market power that can be
exercised by the collecting society;
whether there are aternative means
of dispute resolution that could be
used and that would impose less
burden on the public; and
the public interest in balancing
public access to copyright material
with the legitimate commercial
interests of copyright owners.

In relation to the proposed ACCC mechanism, it is agreed
that:
- The ACCC berequired by statute to issue guidelines on
what matters it considers to be relevant to the
determination of reasonable remuneration and other
conditions of licenses that currently can or will be able
to be the subject of determination by the Copyright
Tribunal under Part VI of the Copyright Act; and

the Copyright Act be amended to ensure that the
Copyright Tribunal has the discretion to take account
of the ACCC guidelines and admit the Commission as
aparty to Tribuna proceedings.

The ACCC will consult with interested partiesin
developing its guidelines. The main purpose of the
guidelines would be to facilitate licence negotiations and
minimise resort to the Tribunal for a determination. In the
event that negotiations failed and one or other party applied
to the Tribunal, recourse to the Tribuna would not be
restricted in any way. The nature of ACCC's guidelines
would be advisory, not determinative.

It is also agreed that ADR mechanisms for copyright
owners, collecting societies and users be encouraged as part
of these processes to ensure access to affordable and
equitable alternative means of resolving disputes between
partiesin alicensing or potentia licensing agreement.
Independent ADR mechanisms have been proposed in
severa recent reports and it is clear there is a need to
encourage ADR at various points in the dispute resolution
process. The IPCRC recommends an ADR process prior to
disputes reaching the Tribunal. Internal ADR processes
that each collecting society has (or may) establish are also
being explored as part of the Government input for the
voluntary industry code of conduct. Insuch ADR
processes it is anticipated that the mediator would find the
ACCC guidelines beneficial for reference.

If the Committee's proposed changes to
s.51(3) of the Trade Practices Act are
accepted, then collecting societies
would have to seek authorisation from
the ACCC for those activities that fall
within the scope of the prohibitionsin
the Part IV of the Trade Practices Act. If
the Committee's proposed changesto s.
51(3) of the Trade Practices Act are not
accepted, the Government should ensure
arequirement for such authorisation
through specific legidative amendment.
In the Committee’ s view, the ACCC
should ensure that such authorisations
are reviewed periodicaly (for example,
every three years).

Accept.

The Government's proposed amendments to subsection
51(3) ensure that collecting societies would have to seek
authorisation for conduct that falls within the scope of the
Part IV prohibition.




10. CLRC Report - Simplification of the Copyright Act

The Committee recommends that, in
considering the CLRC report on fair
dedling, the Government should ensure
the balance between owners and users
remains clear and certain. We do not
believe thereis a case for removing the
elements of the current Copyright Act,
which define certain types of conduct as
coming within the definition of fair
dedling.

Accept.

In making this recommendation the IPCRC noted its view
that ‘the current balance between owners and users of
copyright materia should be maintained in the digital
environment.” The Government agrees and certainly
intends to preserve the balance and certainty provided by
the Digital Agenda Act fair dealing provisions and other
exceptions in responding to the CLRC recommendations.
The Government will take the Committee’ s views into
account in its further consideration of the CLRC report
recommendations.

The Committee does not believe that it
would be appropriate, at this stage, to
proceed with the CLRC s Part 11
recommendations. Thisis because we
are not convinced that the benefits to the
community as awhole would be
outweighed by potential costs dueto
uncertainty surrounding the operation of
anew regime.

Accept in principle, subject to process outlined below.

The Government is keen to ensure that the Copyright Act
provides a certain regime for al copyright industries and
the community generally. The IPCRC's concerns about the
lack of certainty that could arise from adopting the new
regimein Part 11 will therefore be taken very serioudy in
formulating the Government's response.

PATENTS

11. Manner of manufacture

The Committee believes that Audtraia
has on the whole benefited from the
adaptiveness and flexibility that has
characterised the ‘ manner of
manufacture’ test. Asaresult, we
recommend that this test be retained.

Accept.

The Committee recommends that the
Patent Office ensure in its examination
practice that the use described in the
specification is specific, substantial and
credible to a person skilled in the art.

Accept.

These tests are aready broadly included within current
examination practice under the grounds of manner of
manufacture and fair basis but the Government will ask

IP Australia to ensure that examination covers al aspects of
use being specific, substantial and credible.

The Committee recommends that where
substantial areas of uncertainty exist in
application of the patent law,
particularly in respect of the threshold
tests for granting a patent, I|P Australia
should initiate test cases so asto resolve
the issues expeditioudly.

Accept.

12. Inventivenessor obviousness test

The prior art base for inventive step
currently takes regard of documents
available publicly anywhere in the

Accept in part.

This recommendation seeks to align the threshold test for




world, but only of acts and common

genera knowledge in the patent area (ie.

Audtralia). The Committee recommends
that the prior art base for obviousness
should include all information,
including acts and common general
knowledge, anywhere in the world
which a person skilled in the art could
have been reasonably expected to find,
understand and regard as relevant.

inventive step with international standards. The
Government notes that the restriction on the prior art base
to information " which a person skilled in the art could
have been reasonably expected to find, understand and
regard as relevant” is unnecessarily restrictive and would
result in the test differing from that in major patenting
countries. This qualification is already in the Patents Act
and it will be removed. To ensure that information which
can be used to establish lack of inventive step can also be
used to establish lack of novelty, the prior art base for
novelty will aso be amended to include acts anywhere in
the world.

Thisissueis currently under consideration by the World
Intellectual Property Organisation (WIPO) Standing
Committee on the Law of Patents (SCP). Astheam of the
recommendation is to more closely aign Australian
standards with international standards, the Government will
monitor international developments and further amend the
legidation if necessary.

The Committee also recommends that,
when considering inventive step, it
should be permissible to combine two
or more documents or parts of
documents, different parts of the same
document or other pieces of prior art
where such a combination would have
been obvious to the person skilled in the
art.

Accept.

Thisissue is aso currently under consideration by WIPO in
the SCP. The Government will monitor international

devel opments and further amend the legidation if
necessary.

13. Administration

The Committee recommends that the
scope for, and impact of, implementing
more steeply rising renewal feesfor
patents be considered by IP Audtralia

Accept.

The Government will ask IP Australiato include an
examination of the scope for, and impacts of, implementing
more steeply rising renewal fees within the next fee review.

14. Innovation patent

The Committee strongly supports the
Advisory Council on Intellectual
Property (ACIP) Review of Petty
Patents recommendations on the
innovation patent, and urges the
Government to expeditiously progress
the relevant changes to the Patents Act.
We believe that the role of the
innovation patent will be enhanced if
the Committee’s proposals for higher
thresholds for the standard patent are
implemented.

Accept.

Legidation to implement the innovation patent system
commenced on 24 May 2001.

15. Section 119 of the Patents Act - prior userights

The Committee recommends that s. 119 | Accept in part.




(1) () and (b) of the Patents Act be
amended to make it clear that the prior
use be only in the patent area and that
this use includes experimental use. A
majority of the Committee recommends
that only the actual prior user should be
able to have the benefit of s. 119.

The Government agrees that the prior use should be limited
to use in the patent area, but it is not necessary to qualify
the nature of the use. Assignees, but not licensees, of the
prior user should have the benefit of s119. The
Government believes that the limitation of the prior use to
making a product or using a process is too narrow and that
it should encompass acts which would constitute an
infringement of the patent.

16. Provisional patent applications

The Committee is not convinced of the
need to amend the current arrangements
regarding provisiona patent
gpplications. However, we believe there
is merit in introducing a grace period for
public disclosure affecting the prior art
base for novelty and inventive step. In
the event that moves to introduce such a
grace period are made by the European
Patent Organisation on an expeditious
basis, in the context of the European
Patent Convention, then the introduction
of agrace period in Austraia should be
coordinated with its introduction in
Europe. However, if it appears that such
moves in Europe will take more than
five years from October 2000, then
Australia should seriously consider
proceeding before its European
counterparts. When introduced, |P
Australia should actively inform
inventorsin Australia of the
implications of the grace period, and
aso of the risks that disclosure may
incur to patentability in jurisdictions

Accept.

The Government accepts that there is no need to amend the
current arrangements with respect to provisiona patent
applications.

The Government has aready announced its intention to
introduce a 12 month grace period.

While coordination of the introduction of a grace period in
Audtrdia with its introduction by the European Patent
Office may be convenient, the Government will move to
implement the grace period in Australia as soon asis
practicable. We will introduce a 12 month grace period
prior to the filing date of the complete application initialy,
but will coordinate the introduction of a 12 month grace
period prior to the priority date with its introduction in
other countries. Ininternational fora, Australia will support
the introduction of a grace period.

IP Australiawill actively inform users of the patent system
of the effects of the grace period.

without a grace period.
17. Sections 144-146 of the Patents Act - contracts
The Committee recommends that ss. Accept.

144-6 of the Patents Act 1990 be
repealed, as these provisions are not
soundly based on efficiency
considerations, and as the conduct they
address is better dedt with through the
provisions of s51(3) of the Trade
Practices Act, amended in line with the
Committee’ s recommendations.

The Committee’ s recommended changes to subsection
51(3) are largely accepted.

18. Section 133 of the Patents Act - compulsory licensing

The Committee recommends that s. 135
of the Patents Act be repealed and that
S. 133(2) be amended to include an
order requiring a compulsory licenseto
be made if and only if dl of the

Accept in part.

Compulsory licensing is one of the more contentious and
politically sensitive TRIPS issues and therefore in
considering this recommendation the Government has




following conditions are met:

a) accessto the patented invention is
required for competition in the
(relevant) market;

b) thereisapublic interest in enhanced
competition in that market;

c) reasonable requirements for such
access have not been met;

d) theorder will have the effect of
alowing these reasonable
requirements to be better met; and

e) theorder will not compromise the
legitimate interests of the patent
owner, including that owner’s right
to share in the return society obtains
from the owner’ s invention, and to
benefit from any successive
invention, made within the patent
term, that relies on the patent.

Such orders should be obtainable on

application first to the Australian

Competition Tribunal, with rights of

apped to the full Federal Court.

taken into account the need for consistency with
international standards.

In principle, the Government supports the Committee's
recommendation to make the compulsory licensing of
patents subject to a competition test. However, asit stands,
this recommendation would limit the grounds on which to
obtain a compulsory licence to the situation where access to
patented technology is required to ensure competition in

the (relevant) market, rather than the broader grounds based
on the 'reasonable requirements of the public.'” Depending
on its interpretation, this could preclude situations where
compulsory licensing could be argued to be valuable from a
public policy perspective.

For this reason, a competition test aloneis not sufficient as:
@ the recommended test may be more stringent in
some circumstances than the existing tests and may result
in the compulsory licensing provisions ceasing to act as an
incentive to negotiate a voluntary licence; and

(b) a competition test will not cover some situations
where the non-working of the invention, or other effective
denia of reasonable accessto it, has some negative effect
on the public interest which is not dependant on
competition in the market.

Accordingly, the Government believes that the existing
tests should be retained and a competition test be added as
an additional ground on which a compulsory licence can be
obtained.

It is inappropriate that applications for compulsory licences
be considered by the Australian Competition Tribunal in
the first instance because the Tribunal is essentidly a
review body. In addition, it is not the appropriate body to
hear applications for compulsory licences under the
‘reasonabl e requirements of the public’ test and, in view of
the likely difficultiesif applications under different grounds
were to be heard by more than one body, the Government
considers that all applications for compulsory licences
should be considered by the Federa Court in the first
instance.

19. Stringency of test for patentability

The Committee recommends changing
the Patents Act to require a ‘ balance of
probabilities’ approach to be used
during examination, rather than
conferring the * benefit of the doubt’ to
the applicant as at present.

Accept.

The proposed change is in line with the standard applied by
the courts and with international standards. The report
indicates that the change was envisaged in relation to
novelty and obviousness. Thisis consistent with
recommendation 2 of the ACIP enforcement report and the
legidation will be amended accordingly.

20. Quality of examination




The Committee recommends that |P
Australia devote additional resourcesto
improving the quality of examination,
particularly to prior art search
processes, including through enhanced
use of information technology. We also
recommend that |P Australia continue to
explore cooperation with other
intellectua property officesin the
region, including the possibility of
forming a Patent Office covering East
Asa, Australiaand New Zedand.

Accept in principle.

IP Australiaiis currently undertaking a number of initiatives
to improve the quality of examination and searching (for
example benchmarking with overseas offices and the
implementation of a quality system and quality standards
which aigns with the ISO 9000 international standard) and
will continue to devote resources to improvements in these
areas. |P Austrdiawill continue to co-operate with
relevant IP offices to pursue issues of harmonisation,

mutual recognition and other means of simplifying the
patent system.

21. Disclosureof prior art

The Committee recommends that the
Patents Act be amended to require
applicants to continuoudly disclose to IP
Australia any prior art material that
comes to thelr attention up until the date
of advertisement of notice of
acceptance. A company applicant must
make ‘reasonable enquiry’ within its
own organisation about what prior art is
known to the company. Intentional non-
disclosure of prior art would lead to a
patent being unamendable, to reflect
that prior art, after acceptance.

Accept in principle.

The Government accepts that the disclosure requirements
should be strengthened but is concerned that the
recommendation imposes a significant burden on
applicants and would not necessarily improve the
administration of the patents system. Disclosure of the
results of searches conducted in respect of the subject
matter of the invention up to grant of the patent will
therefore be required.

22. Patent hearing mechanism

The Committee recommends that Patent
hearings should continue to be pre-grant
and the responsibility of IP Austraia.
On this basis, a specidlist hearings
section would not be established, but
there would be a senior officer directly
responsible to the Commissioner of
Patents for hearings, with hearings
officers continuing to be drawn from
senior examination staff of the Patent
Office. We aso recommend that |P
Austraiatake further measures to
improve the perceptions of the hearings
process being independent of, and more
generally fair and equitable to, dl
parties.

Accept.

The Government will ask IP Australia to appoint a senior
officer directly responsible to the Commissioner of Patents
for hearings and to take further steps to improve the
trangparency of the hearings process.

23. Patent appeals, challenges and enforcement in the Courts

The Committee recommends that the
Federa Magistracy be used as alower
court for the patent system, particularly
for matters relating to the innovation
patent.

Response deferred.

The Government has asked ACIP to consider thisissuein
more detall.

Issues to consider include whether the volume of patent
cases would justify speciaist magistrates and, given the




complexity of many patent cases, the difficulties in finding
magi strates with the appropriate expertise in |P matters.

TRADE MARKS

24. Paralld importation

The Committee recommends the Trade
Marks Act be amended to ensure that
the assignment provisions are not used
to circumvent the intent to alow the
parallel importation of legitimately
trade marked goods.

Accept in principle.

The Government accepts that the assignment provisionsin
the Trade Marks Act should not be used to prevent parallel
importation of legitimately trade marked goods in cases
where an assignment has been used for the purpose of
preventing parallel importation. The Trade Marks Act will
be amended accordingly.

Care will be taken in drafting the amendments to ensure the
legitimate rights of trade mark owners engaged in
international trade are not eroded.

25. Disclaimers

The Committee recommends that:
- mandatory trade mark disclaimers

not be re-introduced;

voluntary trade mark disclaimers be

encouraged and that:
it should be made clear in the
legidation that the use of a
voluntary disclaimer should not
adversaly affect the
registrability of the mark, which
must be determined by
considering the distinctiveness
of the mark as awhole;
however,
courts, when awarding relief in
disputes, should be directed
through the legidation to take
account of whether the trade
mark owner has appropriately
defined the scope of the right by
the use of voluntary disclaimers
over any non-distinctive
dementsin the mark.

Response deferred.

The Government notes that thisissue is currently being
looked at in detail by ACIP in their Review of Trade Mark
Enforcement. This recommendation will be responded to
in conjunction with that report.

TRADE PRACTICES

26. Section 51(3) of the Trade Practices Act

The Committee recommends that
intellectual property rights continue to
be accorded distinctive treatment under
the Trade Practices Act (TPA). This
should be achieved by:
amending s. 51(2)(a)(i) of the TPA
to list al the relevant intellectua
property statutes, that is ‘an Act
relating to patents, trade marks,

Accept in part.

IP rights will continue to be accorded distinctive treatment
under the Trade Practices Act 1974.

Subsection 51(3) will be amended to extend the exception
to cover the intellectual property rights granted under the
Plant Breeder's Rights Act 1994, consistent with the
protection provided for patents, registered designs,




designs, copyright, circuit layouts
and plant breeder’ srights’;
repealing the current s. 51(3) and
related provisions of the TPA; and
inserting an amended s. 51(3) and
related provisions into the TPA to
give effect to ensuring that a
contravention of Part IV of the TPA
or of section 4D of that Act shall
not be taken to have been
committed by reason of its
imposing conditions in alicence, or
the inclusion of conditionsin a
contract, arrangement or
understanding, that relate to the
subject matter of that intellectual
property statute, so long as those
conditions do not result, or are not
likely to result in, a substantial
lessening of competition. The term
‘substantial lessening of
competition’ isto be interpreted in a
manner consistent with the case law
under the TPA more generaly.

The ACCC should be required by the
legidation to issue guidelines as to the
manner in which it will implement any
enforcement activities related to these
provisions. These guidelines should
provide sufficient direction to owners of
intellectual property rightsto clarify the
types of behaviour likely to result in a
substantial lessening of competition.
Provisions should exist within the
guidelines for parties to seek a written
clearance from the ACCC. Thiswritten
clarification process should operatein a
similar fashion to the ‘letters of

comfort’ provision included in the
ACCC s Merger Guidelines.

The ACCC should be required to
consult widely with intellectual property
owners, users, licensees, facilitators and
the public generaly in preparing these
guidelines.

copyright and EL rights.

Savings provisions will be inserted into the Trade Practices
Act 1974 to preserve the effect of the current subsection
51(3) in relation to licences and assignments entered before
amendment of subsection 51(3).

Sections 46, 46A or 48 would be treated as per the old
subsection 51(3).

IP licensing would be subject to the provisions of Part IV,
but a contravention of the per se prohibitions of sections
45, 45A and 47, or of $4D, would instead be subject to a
substantial lessening of competition test.

Following consultation with interested parties, the ACCC
will issue guiddines outlining its enforcement approach to
these provisions. These guidelines would outline when IP
licensing and assignment conditions might be exempted
under subsection 51(3), when IP licences and assignments
might breach Part 1V of the Act, and when conduct that is
likely to breach Part IV of the Act might be authorised.

As per the requirements of the 1995 Intergovernmental
Conduct Code Agreement, the Government will consult
with the States and Territories and seek their agreement to
these amendments.




